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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte AKIH RO SUM KAWA

Appeal No. 96-1842
Application 08/193, 356*

ON BRI EF

Bef ore KRASS, JERRY SM TH and BARRETT, Adm nistrative Patent
Judges.

JERRY SM TH, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134

! Application for patent filed February 3, 1994. According to
appellant, this application is a continuation of Application 07/896,887, filed
June 10, 1992, now abandoned; which is a continuation of Application
07/595,802, filed Cctober 10, 1990, now abandoned.
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fromthe examner’s rejection of clains 1-11, which constitute
all the clains in the application.

The di scl osed invention pertains to a nethod and
apparatus for controlling the display of plural w ndows on a
di spl ay apparatus. Specifically, the position of a second
wi ndow i s mai ntained at a constant distance froma novabl e
poi nt on the display.

Representative claim1l is reproduced as foll ows:

1. A display apparatus conpri sing:

a displ ay;

neans for displaying a first wi ndow containing first
i nformati on and a second wi ndow cont ai ni ng second i nfornmation
on the display;

cursor neans for indicating a first point on the display;

means for positioning said second wi ndow on said display
at a selected horizontal distance and a selected vertica
di stance fromsaid first point, said second wi ndow bei ng
novable with said first point while maintaining said sel ected
hori zontal and vertical distances fromsaid first point when
said first point is noved to other positions on the display,
said second wi ndow excl uding the first point.

The exam ner relies on the follow ng references:

Berry et al. (Berry) 4,789, 962 Dec. 6, 1988

Kinata et al. (Kinata), Wrking Wth Wrd, Second Edition,
Publ i shed by M crosoft Press, 1988, pages 360- 363.

2



Appeal No. 96-1842
Application 08/193, 356

Clainms 1-11 stand rejected under 35 U S.C. § 103. As
evi dence of obviousness the exam ner offers either Kinata or
Berry taken al one.

Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the briefs and the answers for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellant’s
argunments set forth in the briefs along with the exam ner’s
rational e in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answers.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 1-11. Accordingly, we reverse.

In rejecting clains under 35 U S.C. 8§ 103, it is
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i ncunbent upon the exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to nmake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (CCPA 1966), and to provide a reason
why one having ordinary skill in the pertinent art would have
been led to nodify the prior art or to conbine prior art
references to arrive at the clainmed invention. Such reason
must stem from sonme teaching, suggestion or inplication in the
prior art as a whole or know edge generally available to one

having ordinary skill in the art. Uniroyal, Inc. v. Rudkin-

Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed.

Cr.), cert. denied, 488 U S. 825 (1988); Ashland G|, Inc. v.

Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ

657, 664 (Fed. Cr. 1985), cert. denied, 475 U. S. 1017 (1986);

ACS Hosp. Sys. v. Mntefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Gr. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prim facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cir
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1992).

As indicated by the cases just cited, the exam ner has
at least two responsibilities in setting forth a rejection
under
35 U.S.C. 8 103. First, the exami ner nust identify all the
di fferences between the clainmed invention and the teachings of
the prior art. Second, the exam ner nust explain why the
identified differences woul d have been the result of an
obvious nodification of the prior art. In our view, the
exam ner has not properly addressed his first responsibility
so that it is inpossible that he has successfully fulfilled
his second responsibility.

Each of independent clains 1, 5 and 9 recites that a
second wi ndow i s novable in concert with a point on a display
whil e maintaining a selected horizontal and vertical distance
bet ween the second wi ndow and the point, and the second w ndow
excl udi ng the point.

Wth respect to Kinata, the exam ner considers the
“Met al s- Space Between” window to be the first clained wi ndow
and Table 9-1 to be the second wi ndow [answer, page 3]. The
i nsertion point of the word processing programis considered
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by the exam ner to be the clainmed first point [id., pages 7-
8]. The exam ner maintains that Table 9-1 in Kinata is al ways
mai nt ai ned the same di stance fromthe insertion point.
Appel | ant argues that Table 9-1 in Kinata would not follow
bot h horizontal and vertical novenent of the insertion point
[brief, page 9]. The exam ner responds that the clains do not
requi re novenent of the second wi ndow in both the horizontal
and the vertical direction [answer, pages 8-9].

We agree with appellant that the exam ner has
m sconstrued both the scope of the claimand the teachi ngs of
Ki nata. As noted above, each of the independent clains
recites that both the horizontal and vertical distances are
mai nt ai ned between the second wi ndow and the sel ected point on
the display. Kinata sinply does not teach or suggest this
feature. Wether the selected point in Kinata is deened to be
the “I-bar” or the insertion point as asserted by the
exam ner, the second “w ndow’ of Kinata (Table 9-1) does not
nmove in horizontal and vertical step with the sel ected point.
Wil e portions of Table 9-1 may nobve in response to novenent
of the insertion point, the novenent is not required to

mai ntai n hori zontal and vertical distances as recited in the
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i ndependent cl ai ns.

Since the exam ner has failed to properly identify the
di fferences between the invention of the independent clains
and Kinata, the exam ner has provided no analysis as to why
t hese differences woul d have been obvious to the artisan in
view of the prior art. Therefore, the examner has failed to

establish a prima facie case of the obviousness of independent

clains 1, 5 and 9. Accordingly, the rejection of clains 1-11

as unpatentabl e over the teachings of Kinata is not sustai ned.

Wth respect to Berry, the exam ner considers the
primary w ndow to be the first clainmed wi ndow and the help
wi ndow to be the second wi ndow [answer, page 5]. The cursor
sel ection point of the display is considered by the exam ner
to be the claimed first point [id.]. The exam ner nmaintains
that the help wwndow in Berry is always maintai ned the sane
di stance fromthe cursor selection point. Appellant argues
that Berry provides no disclosure regarding holding the
vertical and horizontal distance between the cursor 20 and the
hel p wi ndow constant when the cursor 20 is noved as required
by the independent clainms [brief, page 10]. The exam ner
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responds that the distance fromthe cursor 20 to the side of
the hel p wi ndow does not change when the cursor 20 is noved in
Berry [answer, page 9].

We again agree with appellant that the exam ner has
m sconstrued both the scope of the clainms and the teachings of
Berry. W again observe that each of the independent clains
recites that both the horizontal and vertical distances are
mai nt ai ned between the second wi ndow and the sel ected point on
the display. Berry sinply does not teach or suggest this
feature. The help w ndow of Berry does not nove in horizontal
and vertical step with the selected point. Wile the help
w ndow
may nove in response to novenent of the insertion point, the
nmovenent is not required to maintain horizontal and vertica
di stances as recited in the independent clains.

Since the exam ner has again failed to properly
identify the differences between the invention of the
i ndependent clains and Berry, the exam ner has provided no
anal ysis as to why these differences woul d have been obvi ous
to the artisan in view of the prior art. Therefore, the

exam ner has failed to establish a prina facie case of the
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obvi ousness of independent clains 1, 5 and 9. Accordingly,
the rejection of clainms 1-11 as unpatentable over the
teachings of Berry is not sustained.

I n concl usion, we have not sustained either of the
exam ner’s rejections of the clains. Therefore, the decision
of the exam ner rejecting clains 1-11 is reversed.

REVERSED

ERROL A. KRASS )

Adm ni strative Patent Judge )
)
)

JERRY SM TH ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)

LEE E. BARRETT )

Adm ni strative Patent Judge )

Fi nnegan, Henderson, Farabow,
Garrett & Dunner

1300 | Street, N W

Washi ngton, DC  20005- 3315
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